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Application/Control Number: 10/734,780 Page 2 

Art Unit: 3753 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more thaaone year prior to the date of application for patent in the United 
States. 

Claims 1-2 are rejected under 35 U.S.C. §102 (b) as being anticipated by 
Richards. 

The patent to Richards discloses, in figure 1 for example, an "apparatus for 
regulating airflow into a rim (54) mounted pneumatic vehicle tyre, said apparatus 
having an elongated valve housing (11) with an inlet end (inflation source inlet at end 
23), an outlet end (tire inflated outlet end at 16) and a central portion (in between), the 
outlet end including a rim insertion portion (reduced diameter portion 51) configured to 
fit into an aperture (54a) in the tyre rim (54), a piston (34) disposed within said housing 
and including a valve member (at standard valve core 38), a coil spring (32) acting 
between said housing (1 1) and piston (34) whereby in use of said apparatus the piston 
(34) is biased to an open position (as shown in fig. 1 with standard valve core device 38 
open) for passage of air into said tyre and is movable against said bias (spring 32) 
under force of air pressure build-up in said tyre (against surface 46 of the piston 34) to a 
closed position at which the (standard valve core device) valve member-seals against a 
valve seat to close off said passage of air wherein said piston (34) and spring (32) are 
located within said central (intermediate) portion of the housing (11) clear of the rim 
insertion portion (51) so that said rim insertion portion (51) is of a reduced size not 
obstructive to the mounting of said tyre" as recited in claim 1 . 



Application/Control Number: 10/734,780 



Page 3 



Art Unit: 3753 

Regarding claim 2, in Richards, "the spring (32) acts in compression between a 

flange (at the left facing surface of the piston 34 at the junction of guide portion 35) on 

the piston (32) and an interior shoulder (at 33) of the valve housing" as recited. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claim 1 is further rejected on the ground of nonstatutory obviousness-type 

double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,901,944. 

Although the conflicting claims are ndt identical, they are not patentably distinct from 

each other because all of the structural features of the instant broader application 

claims are included in the more narrower patent claim which includes additional 

elements. That is, the patented species claim anticipates the instant generic claim to 

that species. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Richards in view of Maldonado et al. 

The patent to Richards discloses all the claimed features with the exception of 
having a visual indicator fitted tot eh piston, visible through a transparent portion of eth 
housing to indicate the position of the piston. 

The patent to Maldonado et al. discloses that it is known in the art to employ a 
transparent cap, generally at 20 and specifically at window 30, through which is visible a 
colored "band" 124 indicative of the pressure within the tire for the purpose of protecting 
the visual indicator from damage. 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to employ in Richards a transparent cap through which is 
visible a colored "band", attached to the piston in place of the markings 23 indicative of 
the tire pressure for the purpose of protecting the visual indicator from damage as 
recognized by Maldonado et al. 

Claims 5-1 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Rivell whose telephone number is (571) 272-4918. 
The examiner can normally be reached on Mon.-Thur. from 6:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Mancene can be reached on (571) 272-4930. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 
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